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§ 1.197 Action following decision.

* * * * *
(d) Notwithstanding the above, for

reexamination proceedings filed on or
after January 1, 1996, § 1.979 is
controlling.

22. Section 1.198 is proposed to be
revised to read as follows:

§ 1.198 Reopening after decision.
Cases which have been decided by the

Board of Patent Appeals and
Interferences will not be reopened or
reconsidered by the primary examiner
except under the provisions of § 1.196
without the written authority of the
Commissioner, and then only for the
consideration of matters not already
adjudicated, sufficient cause being
shown. Notwithstanding the above, for
reexamination proceedings filed on or
after January 1, 1996, § 1.981 is
controlling.

23. Section 1.301 is proposed to be
revised to read as follows:

§ 1.301 Appeal to U.S. Court of Appeals for
the Federal Circuit.

Any applicant or any owner of a
patent involved in a reexamination
proceeding (filed before January 1, 1996)
dissatisfied with the decision of the
Board of Patent Appeals and
Interferences, and any party to an
interference dissatisfied with the
decision of the Board of Patent Appeals
and Interferences, may appeal to the
U.S. Court of Appeals for the Federal
Circuit. The appellant must take the
following steps in such an appeal: In the
Patent and Trademark Office file a
written notice of appeal directed to the
Commissioner (see §§ 1.302 and 1.304);
and in the Court, file a copy of the
notice of appeal and pay the fee for
appeal as provided by the rules of the
Court. Notwithstanding the above, for
reexamination proceedings filed on or
after January 1, 1996, § 1.983 is
controlling.

24. Section 1.303 is proposed to be
amended by revising paragraphs (a) and
(b) and adding a new paragraph (d) to
read as follows:

§ 1.303 Civil action under 35 U.S.C. 145,
146, 306.

(a) Any applicant or any owner of a
patent involved in a reexamination
proceeding (filed before January 1, 1996)
dissatisfied with the decision of the
Board of Patent Appeals and
Interferences, and any party dissatisfied
with the decision of the Board of Patent
Appeals and Interferences may, instead
of appealing to the U.S. Court of
Appeals for the Federal Circuit (§ 1.301),
have remedy by civil action under 35
U.S.C. 145 or 146, as appropriate. Such

civil action must be commenced within
the time specified in § 1.304.

(b) If an applicant in an ex parte case
or an owner of a patent involved in a
reexamination proceeding (filed before
January 1, 1996) has taken an appeal to
the U.S. Court of Appeals for the
Federal Circuit, he or she thereby
waives his or her right to proceed under
35 U.S.C. 145.
* * * * *

(d) For reexamination proceedings
filed on or after January 1, 1996, no
remedy by civil action under 35 U.S.C.
145 is available.

25. Section 1.304(a)(2) is proposed to
be revised to read as follows:

§ 1.304 Time for appeal or civil action.

(a) * * *
(2) The time periods set forth in this

section are not subject to the provisions
of §§ 1.136, 1.550(c), 1.957 or 1.645 (a)
or (b).
* * * * *

26. The heading for Subpart D is
proposed to be revised to read as
follows:

Subpart D—Reexamination of Patents
for Proceedings Filed Before January
1, 1996 (For Proceeding beginning
on or after January 1, 1996, see
Subpart H)

27. Subpart H is proposed to be added
to read as follows:

Subpart H—Reexamination of Patents
for Proceedings Filed On or After
January 1, 1996 (For Proceedings
beginning Before January 1, 1996, see
Subpart D)

Sec.
1.901 Citation of prior art in patents file.
1.902 Processing of prior art citations in

patent files during a reexamination
proceeding.

Reexamination Proceedings

1.903 Service of papers on parties.
1.904 Notice of reexamination in Official

Gazette.
1.905 Submission of papers by public.
1.906 Scope of reexamination in

reexamination proceeding.
1.907 Reexamination prohibited.
1.909 Estoppel of third party requester from

previous reexamination proceedings.
1.911 Privies and persons bound.

Determining if Reexamination Will Be
Ordered

1.913 Persons eligible.
1.915 Content of request.
1.917 Omission of a requirement in the

request for reexamination.
1.919 Filing date for request for

reexamination.
1.921 Submission of prior art by third party

following the order for reexamination.

1.923 Examiner’s consideration of the
request for reexamination.

1.925 Partial refund if request is denied.
1.927 Petition to review denial of the

request for reexamination.

Reexamination of Patients

1.929 Reexamination at the initiative of the
Commissioner.

1.931 Order to reexamine.

Information Disclosure

1.933 Information material to patentability
in reexamination proceedings.

Office Actions and Responses (Before the
Examiner)

1.935 Initial Office action normally
accompanies order to reexamine.

1.937 Conduct of Reexamination.
1.939 Unauthorized papers.
1.941 Amendments by patent owner and

their effective date.
1.943 Length of responses and briefs.
1.945 Response by patent owner.
1.947 Response by third party requester to

patent owner’s response.
1.949 Examiner’s Office action closing

prosecution.
1.951 Responses after Office action closing

prosecution.
1.953 Examiner’s Right of Appeal Notice.

Interviews

1.955 Interviews in reexamination
proceedings.

Extensions of Time and Revival of
Proceedings

1.957 Extensions of time and cause for
termination in reexamination
proceedings.

1.958 Revival of terminated proceedings.

Appeal to the Board of Patent Appeals and
Interferences

1.959 Notice of appeal and cross appeal to
Board of Patent Appeals and
Interferences.

1.961 Jurisdiction over appeal.
1.962 Appellant and respondent defined.
1.963 Time for filing briefs.
1.965 Appellant brief.
1.967 Respondent brief.
1.969 Examiner’s answer.
1.971 Reply brief.
1.973 Oral hearing.
1.975 Affidavits or declarations after

appeal.
1.977 Decision by the Board of Patent

Appeals and Interferences.
1.979 Action following decision.
1.981 Reopening after decision.

Appeal to the United States Court of Appeals
for the Federal Circuit

1.983 Appeal to the United States Court of
Appeals for the Federal Circuit.

Proceedings Including Same Patient as in
Reexamination

1.985 Notification of prior or concurrent
proceedings.

1.987 Stay of concurrent proceeding.
1.989 Merger of concurrent reexamination

proceedings.


