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33. Section 1.316 is amended by
revising paragraph (d) to read as
follows:

§ 1.316 Application abandoned for failure
to pay issue fee.

* * * * *
(d) In all applications filed before

June 8, 1995, any petition pursuant to
paragraph (b) of this section not filed
within six months of the date of
abandonment of the application, must
be accompanied by a terminal
disclaimer with fee under § 1.321
dedicating to the public a terminal part
of the term of any patent granted
thereon equivalent to the period of
abandonment of the application. The
terminal disclaimer must also apply to
any patent granted on any continuing
application entitled under 35 U.S.C. 120
to the benefit of the filing date of the
application for which revival is sought.
* * * * *

34. Section 1.317 is amended by
removing and reserving paragraph (d).

§ 1.317 [Amended]

35. Section 1.666 is amended by
revising paragraph (b) to read as follows:

§ 1.666 Filing of interference settlement
agreements.

* * * * *
(b) If any party filing the agreement or

understanding under paragraph (a) of
this section so requests, the copy will be
kept separate from the file of the
interference, and made available only to
Government agencies on written
request, or to any person upon petition
accompanied by the fee set forth in
§ 1.17(i) and on a showing of good
cause.
* * * * *

36. Section 1.701 is added to Subpart
F to read as follows:

§ 1.701 Extension of patent term due to
prosecution delay.

(a) A patent, other than for designs,
issued on an application filed on or after
June 8, 1995, is entitled to extension of
the patent term if the issuance of the
patent was delayed due to:

(1) Interference proceedings under 35
U.S.C. 135(a); and/or

(2) The application being placed
under a secrecy order under 35 U.S.C.
181; and/or

(3) Appellate review by the Board of
Patent Appeals and Interferences or by
a Federal court under 35 U.S.C. 141 or
145, if the patent was issued pursuant
to a decision reversing an adverse
determination of patentability and if the
patent is not subject to a terminal
disclaimer due to the issuance of
another patent claiming subject matter

that is not patentably distinct from that
under appellate review.

(b) The term of a patent entitled to
extension under paragraph (a) of this
section shall be extended for the sum of
the periods of delay calculated under
paragraphs (c)(1), (c)(2), (c)(3) and (d) of
this section, to the extent that these
periods are not overlapping, up to a
maximum of five years. The extension
will run from the expiration date of the
patent.

(c)(1) The period of delay under
paragraph (a)(1) of this section for an
application is the sum of the following
periods, to the extent that the periods
are not overlapping:

(i) With respect to each interference in
which the application was involved, the
number of days, if any, in the period
beginning on the date the interference
was declared or redeclared to involve
the application in the interference and
ending on the date that the interference
was terminated with respect to the
application; and

(ii) The number of days, if any, in the
period beginning on the date
prosecution in the application was
suspended by the Patent and Trademark
Office due to interference proceedings
under 35 U.S.C. 135(a) not involving the
application and ending on the date of
the termination of the suspension.

(2) The period of delay under
paragraph (a)(2) of this section for an
application is the sum of the following
periods, to the extent that the periods
are not overlapping:

(i) The number of days, if any, the
application was maintained in a sealed
condition under 35 U.S.C. 181;

(ii) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under § 1.193
in the application under secrecy order
and ending on the date the secrecy order
and any renewal thereof was removed;

(iii) The number of days, if any, in the
period beginning on the date applicant
was notified that an interference would
be declared but for the secrecy order
and ending on the date the secrecy order
and any renewal thereof was removed;
and

(iv) The number of days, if any, in the
period beginning on the date of
notification under § 5.3(c) and ending
on the date of mailing of the notice of
allowance under § 1.311.

(3) The period of delay under
paragraph (a)(3) of this section is the
sum of the number of days, if any, in the
period beginning on the date on which
an appeal to the Board of Patent
Appeals and Interferences was filed
under 35 U.S.C. 134 and ending on the
date of a final decision in favor of the
applicant by the Board of Patent

Appeals and Interferences or by a
Federal court in an appeal under 35
U.S.C. 141 or a civil action under 35
U.S.C. 145.

(d) The period of delay set forth in
paragraph (c)(3) shall be reduced by:

(1) Any time during the period of
appellate review that occurred before
three years from the filing date of the
first national application for patent
presented for examination; and

(2) Any time during the period of
appellate review, as determined by the
Commissioner, during which the
applicant for patent did not act with due
diligence. In determining the due
diligence of an applicant, the
Commissioner may examine the facts
and circumstances of the applicant’s
actions during the period of appellate
review to determine whether the
applicant exhibited that degree of
timeliness as may reasonably be
expected from, and which is ordinarily
exercised by, a person during a period
of appellate review.

PART 3—ASSIGNMENT, RECORDING,
AND RIGHTS OF ASSIGNEE

37. The authority citation for 37 CFR
Part 3 continues to read as follows:

Authority: 15 U.S.C. 1123; 35 U.S.C. 6.

38. Section 3.21 is revised to read as
follows:

§ 3.21 Identification of patents and patent
applications.

An assignment relating to a patent
must identify the patent by the patent
number. An assignment relating to a
national patent application must
identify the national patent application
by the application number (consisting of
the series code and the serial number,
e.g., 07/123,456). An assignment
relating to an international patent
application which designates the United
States of America must identify the
international application by the
international number (e.g., PCT/US90/
01234). If an assignment of a patent
application filed under § 1.53(b)(1) or
§ 1.62 is executed concurrently with, or
subsequent to, the execution of the
patent application, but before the patent
application is filed, it must identify the
patent application by its date of
execution, name of each inventor, and
title of the invention so that there can
be no mistake as to the patent
application intended. If an assignment
of a provisional application is executed
before the provisional application is
filed, it must identify the provisional
application by name of each inventor
and title of the invention so that there
can be no mistake as to the provisional
application intended.


