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introductory phrase reads ‘‘Appellate
review by the Board of Patent Appeals
and Interferences or review by a Federal
court under 35 U.S.C. 141 or
145,* * *.’’

Response: The suggestion has not
been adopted. The use of the phrase
‘‘appellate review’’ in reference to an
action under 35 U.S.C. 145 or 146 is
technically incorrect. However, Public
Law 103–465 provides for extension of
patent term for ‘‘delay due to appellate
review by the Board of Patent Appeals
and Interferences or by a Federal court’’.
The introductory phrase referred to in
the comment uses the exact language
found in the statute.

131. Comment: One comment
suggested that § 1.701(a) be amended to
specify whether extensions for appellate
delays are available for reissue
applications.

Response: The suggestion has not
been adopted. Under 35 U.S.C. 251, the
term of a reissue patent is ‘‘for the
unexpired part of the term of the
original patent.’’ Therefore, patent term
extension for appellate delays is not
available for reissue applications.

132. Comment: One comment
suggested that § 1.701(d) be deleted.

Response: The suggestion has not
been adopted. Section 1.701(d) sets
forth the language found in the statute,
35 U.S.C. 154(b)(3) and further provides
a standard for determining due
diligence.

133. Comment: Several comments
suggested that the lack of due diligence
set forth in § 1.701(d)(2) be limited to
the acts which occurred during the
appellate period (after the filing of a
Notice of Appeal) and not during
prosecution.

Response: The suggestion has been
adopted. Section 1.701(d) is being
amended accordingly.

134. Comment: One comment
suggested that the rules be made clear
that a suspension under § 1.103 does not
constitute a lack of due diligence under
§ 1.701(d)(2).

Response: The suggestion has not
been adopted. A request for suspension
pursuant to § 1.103(a) during the
appellate review period will be
considered to be prima facie evidence of
lack of due diligence.

135. Comment: Several comments
stated that the rules permit extensions
of time and the filing of informal
applications. These acts should not
constitute lack of due diligence since
the proposed rule defined the standard
for determining due diligence is
whether the applicant exhibited that
degree of timeliness as may reasonably
be expected from, and which is
ordinarily exercised by, a person. One

comment suggested that the Office
adopt a gross negligence standard.

Response: The examples of acts that
may constitute lack of due diligence set
forth in the Notice of Proposed
Rulemaking (extensions of time, filing of
nonresponsive submissions, and filing
of informal applications) are being
withdrawn. The suggestion regarding
the adoptions of a gross negligence
standard has not been adopted. As set
forth in § 1.701(d)(2), the standard for
determining due diligence is whether
applicant exhibited that degree of
timeliness as may reasonably be
expected from, and which is ordinarily
exercised by, a person during the
appellate review period.

136. Comment: One comment stated
that the PTO list in the rule all
circumstances in which an applicant
will be considered not to have acted
with due diligence.

Another comment suggested that
objective criteria for ‘‘diligence’’ be set
forth in § 1.701(d)(2).

Response: The suggestion has not
been adopted. Whether an action by the
applicant constitutes lack of due
diligence will be determined by the
facts and circumstances of each case.
Since lack of due diligence is
determined on a case-by-case basis, it
would not be possible to list all
circumstances in the rule. Examples of
acts which will constitute prima facie
evidence of lack of due diligence are: (1)
abandonment of the application during
appellate review; and (2) suspension of
action under § 1.103(a) during appellate
review.

137. Comment: One comment
suggested that guidance be provided in
the comments to the Notice of Final
Rules identifying in what circumstances
is a patent issued ‘‘pursuant to an
appellate decision reversing an adverse
determination of patentability.’’

Several comments questioned
whether the reversal of all rejections on
one of several appealed claims would
entitle applicant to an extension under
§ 1.701(a)(3). Two comments suggested
that the rule be redrafted to allow
appropriate extension of term where the
Board or a court reverses at least ‘‘in
part.’’

Response: Extension of patent term
under § 1.701(a)(3) is applicable if all
the rejections of any one claim are
ultimately reversed. The rule is clear
and no clarification is needed.

138. Comment: One comment stated
that § 1.701 does not address the
situation where applicant appeals with
both allowed and rejected claims. In
such case, patent term extension should
be available for any claims that were
allowed prior to appellate review, if the

allowed claims were in the same
application, whether or not the decision
of the examiner on the rejected claims
is ultimately reversed. Applicant should
not have to refile the allowed claims
and rejected claims in separate cases in
order to take advantage of the patent
term extension.

Response: If applicant chooses to keep
the allowed claims with the rejected
claims in the application on appeal,
patent term extension pursuant to 35
U.S.C. 154(b)(2) is only available if a
patent was issued pursuant to a decision
reversing an adverse determination of
patentability and if the patent is not
subject to a terminal disclaimer due to
the issuance of another patent claiming
subject matter that is not patentably
distinct from that under appellate
review. If the appellate review is not
successful, applicant will not be entitled
to patent term extension.

139. Comment: One comment
questioned whether the phrase ‘‘if the
patent is not subject to a terminal
disclaimer’’ in § 1.701(a)(3) is intended
to be limited to those applications in
which a terminal disclaimer has
actually been filed or encompass those
applications in which a double
patenting rejection has been made and
a terminal disclaimer suggested by an
examiner.

Response: The calculation of any
applicable extension under § 1.701 will
be made prior to the mailing of the
Notice of Allowance and Issue Fee Due.
At that time, any double patenting
rejection would have been resolved and
a terminal disclaimer would have been
filed if one was required.

140. Comment: One comment stated
that § 1.701(d)(1) is inconsistent with 35
U.S.C. 154(b)(2) and (b)(3), because the
period of extension for appellate review
would be calculated under § 1.701(d)(1)
by first subtracting the period of
appellate review occurring within three
years of the filing date before the five-
year limit is imposed. It is suggested
that § 1.701 be modified to be consistent
with 35 U.S.C. 154(b)(2) which requires
the five-year limit to be imposed before
the subtraction for appellate review
occurring within three years of the filing
date.

Response: The suggestion has not
been adopted. Section 1.701 is not
inconsistent with 35 U.S.C. 154(b)(2)
and (b)(3). The period of extension
referred to in 35 U.S.C. 154(b)(2) is
defined in 35 U.S.C. 154(b)(3).
Therefore, one must determine the
period of extension in 35 U.S.C.
154(b)(3)(A), then reduce that period by
the time determined in 35 U.S.C.
154(b)(3)(B) and (b)(3)(C). Then,
according to 35 U.S.C. 154(b)(2), the


