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patent rights clause, the work to be
performed under the subcontract, and the
dates of award and estimated completion.
Upon request of the Contracting Officer, the
Contractor shall furnish a copy of such
subcontract, and, no more frequently than
annually, a listing of the subcontracts that
have been awarded.

(5) The contractor shall identify all subject
inventions of the subcontractor of which it
acquires knowledge in the performance of
this contract and shall notify the Patent
Counsel, with a copy to the contracting
officer, promptly upon identification of the
inventions.

(i) Preference United States industry.
Unless provided otherwise, no Contractor
that receives title to any subject invention
and no assignee of any such Contractor shall
grant to any person the exclusive right to use
or sell any subject invention in the United
States unless such person agrees that any
products embodying the subject invention
will be manufactured substantially in the
United States. However, in individual cases,
the requirement may be waived by the
Government upon a showing by the
Contractor or assignee that reasonable but
unsuccessful efforts have been made to grant
licenses on similar terms to potential
licensees that would be likely to manufacture
substantially in the United States or that
under the circumstances domestic
manufacture is not commercially feasible.

(j) Atomic energy.

(1) No claim for pecuniary award of
compensation under the provisions of the
Atomic Energy Act of 1954, as amended,
shall be asserted with respect to any
invention or discovery made or conceived in
the course of or under this contract.

(2) Except as otherwise authorized in
writing by the Contracting Officer, the
Contractor will obtain patent agreements to
effectuate the provisions of subparagraph
(e)(1) of this clause from all persons who
perform any part of the work under this
contract, except nontechnical personnel,
such as clerical employees and manual
laborers.

(k) Background Patents. (1) Background
Patent means a domestic patent covering an
invention or discovery which is not a subject
invention and which is owned or controlled
by the Contractor at any time through the
completion of this contract:

(i) Which the contractor, but not the
Government, has the right to license to others
without obligation to pay royalties thereon,
and

(i) Infringement of which cannot
reasonably be avoided upon the practice of
any specific process, method, machine,
manufacture, or composition of matter
(including relatively minor modifications
thereof) which is a subject of the research,
development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and does
hereby grant to the Government a royalty-
free, nonexclusive license under any
background patent for purposes of practicing
a subject of this contract by or for the
Government in research, development, and
demonstration work only.

(3) The Contractor also agrees that upon
written application by DOE, it will grant to

responsible parties, for purposes of practicing
a subject of this contract, nonexclusive
licenses under any background patent on
terms that are reasonable under the
circumstances. If, however, the Contractor
believes that exclusive rights are necessary to
achieve expeditious commercial
development or utilization, then a request
may be made to DOE for DOE approval of
such licensing by the Contractor.

(4) Notwithstanding subparagraph (k)(3) of
this clause, the contractor shall not be
obligated to license any background patent if
the Contractor demonstrates to the
satisfaction of the Secretary of Energy or
designee that:

(i) A competitive alternative to the subject
matter covered by said background patent is
commercially available or readily
introducible from one or more other sources;
or

(i) The Contractor or its licensees are
supplying the subject matter covered by said
background patent in sufficient quantity and
at reasonable prices to satisfy market needs,
or have taken effective steps or within a
reasonable time are expected to take effective
steps to so supply the subject matter.

(I) Publication. It is recognized that during
the course of the work under this contract,
the Contractor or its employees may from
time to time desire to release or publish
information regarding scientific or technical
developments conceived or first actually
reduced to practice in the course of or under
this contract. In order that public disclosure
of such information will not adversely affect
the patent interests of DOE or the Contractor,
patent approval for release of publication
shall be secured from Patent Counsel prior to
any such release or publication.

(m) Forfeiture of rights in unreported
subject inventions. (1) The Contractor shall
forfeit and assign to the Government, at the
request of the Secretary of Energy or
designee, all rights in any subject invention
which the Contractor fails to report to Patent
Counsel within six months after the time the
Contractor:

(i) Files or causes to be filed a United
States or foreign patent application thereon;
or

(ii) Submits the final report required by
subparagraph (e)(2)(ii) of this clause,
whichever is later.

(2) However, the Contractor shall not
forfeit rights in a subject invention if, within
the time specified in subparagraph (m)(1) of
this clause, the Contractor:

(i) Prepares a written decision based upon
a review of the record that the invention was
neither conceived nor first actually reduced
to practice in the course of or under the
contract and delivers the decision to Patent
Counsel, with a copy to the Contracting
Officer; or

(ii) Contending that the invention is not a
subject invention, the Contractor
nevertheless discloses the invention and all
facts pertinent to this contention to the
Patent Counsel, with a copy to the
Contracting Officer; or

(iii) Establishes that the failure to disclose
did not result from the Contractor’s fault or
negligence.

(3) Pending written assignment of the
patent application and patents on a subject

invention determined by the Secretary of
Energy or designee to be forfeited (such
determination to be a final decision under
the Disputes clause of this contract), the
Contractor shall be deemed to hold the
invention and the patent applications and
patents pertaining thereto in trust for the
Government. The forfeiture provision of this
paragraph (m) shall be in addition to and
shall not supersede other rights and remedies
which the Government may have with
respect to subject inventions.

(End of clause)

952.227-71 [Removed and Reserved]
11. Section 952.227-71 is removed
and reserved.

PART 970—DOE MANAGEMENT AND
OPERATING CONTRACTS

12. The authority citation for Part 970
continues to read as follows:

Authority. Sec. 161 of the Atomic Energy
Act of 1954 (42 U.S.C. 2201), sec. 644 of the
Department of Energy Organization Act, Pub.
L. 95-91 (42 U.S.C. 7254), sec. 201 of the
Federal Civilian Employee and Contractor
Travel Expenses Act of 1985 (41 U.S.C. 420)
and sec. 1534 of the Department of Defense
Authorization Act, 1986, Pub. L. 99-145 (42
U.S.C. 7256a), as amended.

13. Revise Section 970.2701 to read as
follows:

970.2701 General.

This subpart applies to negotiation of
patent rights and rights in technical data
provisions for the Department of Energy
contracts for the management and
operation of its research and
development and production facilities.

14. Revise 970.2702 to read as
follows:

970.2702 Patent rights.

(a) Whenever a contract has as a
purpose, the design, construction, or
operation of a Government-owned
research, development, demonstration
or production facility, it is necessary
that the Government be accorded certain
rights with respect to further use of the
facility by or on behalf of the
Government upon termination of the
contract, including the right to make,
use, transfer, or otherwise dispose of all
articles, materials, products, or
processes embodying inventions or
discoveries used or embodied in the
facility regardless of whether or not
conceived or first actually reduced to
practice under or in the course of such
a contract. Thus, both versions of the
patent rights clause for management and
operating contracts contain a facilities
license.

(b) In the case of contractors operating
and managing DOE research and
development or production facilities,
that are not the beneficiaries of Public



