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(iii) The Contractor agrees to submit on
request periodic reports no more frequently
than annually on the utilization of a subject
invention or on efforts at obtaining such
utilization of a subject invention or on efforts
at obtaining such utilization that are being
made by the Contractor or its licensees or
assignees. Such reports shall include
information regarding the status of
development, date of first commercial sale or
use, gross royalties received by the
Contractor, and such other data and
information as DOE may reasonably specify.
The Contractor also agrees to provide
additional reports as may be requested by
DOE in connection with any march-in
proceedings undertaken by that agency in
accordance with subparagraph (c)(1)(ii) of
this clause. To the extent data or information
supplied under this section is considered by
the Contractor, its licensee, or assignee to be
privileged and confidential and is so marked,
the Department of Energy agrees that, to the
extent permitted by law, it will not disclose
such information to persons outside the
Government.

(iv) The Contractor agrees, when licensing
a subject invention, to arrange to avoid
royalty charges on acquisitions involving
Government funds, including funds derived
through a Military Assistance Program of the
Government or otherwise derived through
the Government, to refund any amounts
received as royalty charges on a subject
invention in acquisitions for, or on behalf of,
the Government, and to provide for such
refund in any instrument transferring rights
in the invention to any party.

(v) The Contractor agrees to provide for the
Government’s paid-up license pursuant to
subparagraph (c)(1)(i) of this clause in any
instrument transferring rights in a subject
invention and to provide for the granting of
licenses as required by subparagraph (c)(1)(ii)
of this clause, and for the reporting of
utilization information as required by
subparagraph (c)(1)(iii) of this clause,
whenever the instrument transfers principal
or exclusive rights in a subject invention.

(2) Nothing contained in this paragraph (c)
shall be deemed to grant to the Government
any rights with respect to any invention other
than a subject invention.

(d) Minimum rights to the Contractor. (1)
The Contractor is hereby granted a revocable,
nonexclusive, royalty-free license in each
patent application filed in any country on a
subject invention and any resulting patent in
which the Government obtains title, unless
the Contractor fails to disclose the subject
invention within the times specified in
subparagraph (e)(2) of this clause. The
Contractor’s license extends to its domestic
subsidiaries and affiliates, if any, within the
corporate structure of which the Contractor is
a part and includes the right to grant
sublicenses of the same scope to the extent
the Contractor was legally obligated to do so
at the time the contract was awarded. The
license is transferable only with the approval
of DOE except when transferred to the
successor of that part of the Contractor’s
business to which the invention pertains.

(2) The Contractor’s domestic license may
be revoked or modified by DOE to the extent
necessary to achieve expeditious practical

application of the subject invention pursuant
to an application for an exclusive license
submitted in accordance with applicable
provisions in 37 CFR part 404 and agency
licensing regulations. This license will not be
revoked in that field of use or the
geographical areas in which the Contractor
has achieved practical applications and
continues to make the benefits of the
invention reasonably accessible to the public.
The license in any foreign country may be
revoked or modified at the discretion of DOE
to the extent the Contractor, its licensees, or
its domestic subsidiaries or affiliates have
failed to achieve practical application in that
foreign country.

(3) Before revocation or modification of the
license, DOE will furnish the Contractor a
written notice of its intention to revoke or
modify the license, and the Contractor will
be allowed 30 days (or such other time as
may be authorized by DOE for good cause
shown by the Contractor) after the notice to
show cause why the license should not be
revoked or modified. The Contractor has the
right to appeal, in accordance with
applicable agency licensing regulations and
37 CFR part 404 concerning the licensing of
Government-owned inventions, any decision
concerning the revocation or modification of
its license.

(4) The Contractor may request the right to
acquire patent rights to a subject invention in
any foreign country where the Government
has elected not to secure such rights, subject
to the conditions in subparagraphs (d)(4)(i)
through (d)(4)(vii) of this clause. Such
request must be made in writing to the Patent
Counsel as part of the disclosure required by
subparagraph (e)(2) of this clause, with a
copy to the DOE Contracting Officer. DOE
approval, if given, will be based on a
determination that this would best serve the
national interest.

(i) The recipient of such rights, when
specifically requested by DOE, and three
years after issuance of a foreign patent
disclosing the subject invention, shall furnish
DOE a report stating:

(A) The commercial use that is being made,
or is intended to be made, of said invention,
and

(B) The steps taken to bring the invention
to the point of practical application or to
make the invention available for licensing.

(ii) The Government shall retain at least an
irrevocable, nonexclusive, paid-up license to
make, use, and sell the invention throughout
the world by or on behalf of the Government
(including any Government agency) and
States and domestic municipal governments,
unless the Secretary of Energy or designee
determines that it would not be in the public
interest to acquire the license for the States
and domestic municipal governments.

(iii) If noted elsewhere in this contract as
a condition of the grant of an advance waiver
of the Government’s title to inventions under
this contract, or, if no advance waiver was
granted but a waiver of the Government’s
title to an identified invention is granted
pursuant to subparagraph (b)(2) of this clause
upon a determination by the Secretary of
Energy that it is in the Government’s best
interest, this license shall include the right of
the Government to sublicense foreign

governments pursuant to any existing or
future treaty or agreement with such foreign
governments.

(iv) Subject to the rights granted in
subparagraphs (d)(1), (2), and (3) of this
clause, the Secretary of Energy or designee
shall have the right to terminate the foreign
patent rights granted in this subparagraph
(d)(4) in whole or in part unless the recipient
of such rights demonstrates to the satisfaction
of the Secretary of Energy or designee that
effective steps necessary to accomplish
substantial utilization of the invention have
been taken or within a reasonable time will
be taken.

(v) Subject to the rights granted in
subparagraphs (d)(1), (2), and (3) of this
clause, the Secretary of Energy or designee
shall have the right, commencing four years
after foreign patent rights are accorded under
this subparagraph (d)(4), to require the
granting of a nonexclusive or partially
exclusive license to a responsible applicant
or applicants, upon terms reasonable under
the circumstances, and in appropriate
circumstances to terminate said foreign
patent rights in whole or in part, following
a hearing upon notice thereof to the public,
upon a petition by an interested person
justifying such hearing:

(A) If the Secretary of Energy or designee
determines, upon review of such material as
he deems relevant, and after the recipient of
such rights or other interested person has had
the opportunity to provide such relevant and
material information as the Secretary or
designee may require, that such foreign
patent rights have tended substantially to
lessen competition or to result in undue
market concentration in any section of the
United States in any line of commerce to
which the technology relates; or

(B) Unless the recipient of such rights
demonstrates to the satisfaction of the
Secretary of Energy or designee at such
hearing that the recipient has taken effective
steps, or within a reasonable time thereafter
is expected to take such steps, necessary to
accomplish substantial utilization of the
invention.

(vi) If the contractor is to file a foreign
patent application on a subject invention, the
Government agrees, upon written request, to
use its best efforts to withhold publication of
such invention disclosures for such period of
time as specified by Patent Counsel, but in
no event shall the Government or its
employees be liable for any publication
thereof.

(vii) Subject to the license specified in
subparagraphs (d) (1), (2), and (3) of this
clause, the contractor or inventor agrees to
convey to the Government, upon request, the
entire right, title, and interest in any foreign
country in which the contractor or inventor
fails to have a patent application filed in a
timely manner or decides not to continue
prosecution or to pay any maintenance fees
covering the invention. To avoid forfeiture of
the patent application or patent, the
contractor or inventor shall, not less than 60
days before the expiration period for any
action required by any patent office, notify
the Patent Counsel of such failure or
decision, and deliver to the Patent Counsel,
the executed instruments necessary for the
conveyance specified in this paragraph.


