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organization which has as one of its primary
functions the management of inventions;
provided, that such assignee will be subject
to the same provisions as the Contractor;

(2) The Contractor will share royalties
collected on a subject invention with the
inventor, including Federal employee co-
inventors (when DOE deems it appropriate)
when the subject invention is assigned in
accordance with 35 U.S.C. 202(e) and 37 CFR
401.10;

(3) The balance of any royalties or income
earned by the Contractor with respect to
subject inventions, after payment of expenses
(including payments to inventors) incidental
to the administration of subject inventions
will be utilized for the support of scientific
research or education; and

(4) It will make efforts that are reasonable
under the circumstances to attract licensees
of subject inventions that are small business
firms, and that it will give a preference to a
small business firm when licensing a subject
invention if the Contractor determines that
the small business firm has a plan or
proposal for marketing the invention which,
if executed, is equally as likely to bring the
invention to practical application as any
plans or proposals from applicants that are
not small business firms; provided, that the
Contractor is also satisfied that the small
business firm has the capability and
resources to carry out its plan or proposal.
The decision whether to give a preference in
any specific case will be at the discretion of
the contractor. However, the Contractor
agrees that the Secretary of Commerce may
review the Contractor’s licensing program
and decisions regarding small business
applicants, and the Contractor will negotiate
changes to its licensing policies, procedures,
or practices with the Secretary of Commerce
when that Secretary’s review discloses that
the Contractor could take reasonable steps to
more effectively implement the requirements
of this subparagraph (k)(4).

(l) Communications.
(1) The contractor shall direct any

notification, disclosure, or request to DOE
provided for in this clause to the DOE patent
counsel assisting the DOE contracting
activity, with a copy of the communication
to the Contracting Officer.

(2) Each exercise of discretion or decision
provided for in this clause, except
subparagraph (k)(4), is reserved for the DOE
Patent Counsel and is not a claim or dispute
and is not subject to the Contract Disputes
Act of 1978.

(3) Upon request of the DOE Patent
Counsel or the contracting officer, the
contractor shall provide any or all of the
following:

(i) A copy of the patent application, filing
date, serial number and title, patent number,
and issue date for any subject invention in
any country in which the contractor has
applied for a patent;

(ii) A report, not more often than annually,
summarizing all subject inventions which
were disclosed to DOE individually during
the reporting period specified; or

(iii) A report, prior to closeout of the
contract, listing all subject inventions or
stating that there were none.

(End of clause)

10. Subsection 952.227–13 is added to
read as follows:

952.227–13 Patent Rights—Acquisition by
the Government.

As prescribed at 927.303(c), insert the
following clause:

PATENT RIGHTS—ACQUISITION BY THE
GOVERNMENT (MAR 1995)

(a) Definitions.
Invention, as used in this clause, means

any invention or discovery which is or may
be patentable or otherwise protectable under
title 35 of the United States Code or any
novel variety of plant that is or may be
protectable under the Plant Variety
Protection Act (7 U.S.C. 2321, et seq.).

Practical application, as used in this
clause, means to manufacture, in the case of
a composition or product; to practice, in the
case of a process or method; or to operate, in
the case of a machine or system; and, in each
case, under such conditions as to establish
that the invention is being utilized and that
its benefits are, to the extent permitted by
law or Government regulations, available to
the public on reasonable terms.

Subject invention, as used in this clause,
means any invention of the Contractor
conceived or first actually reduced to
practice in the course of or under this
contract.

Patent Counsel, as used in this clause,
means the Department of Energy Patent
Counsel assisting the procuring activity.

DOE patent waiver regulations, as used in
this clause, means the Department of Energy
patent waiver regulations in effect on the
date of award of this contract.

Agency licensing regulations and
applicable agency licensing regulations, as
used in this clause, mean the Department of
Energy patent licensing regulations at 10 CFR
part 781.

(b) Allocations of principal rights.
(1) Assignment to the Government. The

Contractor agrees to assign to the
Government the entire right, title, and
interest throughout the world in and to each
subject invention, except to the extent that
rights are retained by the Contractor under
subparagraph (b)(2) and paragraph (d) of this
clause.

(2) Greater rights determinations. (i) The
Contractor, or an employee-inventor after
consultation with the Contractor, may
request greater rights than the nonexclusive
license and the foreign patent rights provided
in paragraph (d) of this clause on identified
inventions in accordance with the DOE
patent waiver regulations. A request for a
determination of whether the Contractor or
the employee-inventor is entitled to acquire
such greater rights must be submitted to the
Patent Counsel with a copy to the
Contracting Officer at the time of the first
disclosure of the invention pursuant to
subparagraph (e)(2) of this clause, or not later
than 8 months thereafter, unless a longer
period is authorized in writing by the
Contracting Officer for good cause shown in
writing by the Contractor. Each
determination of greater rights under this

contract shall be subject to paragraph (c) of
this clause, unless otherwise provided in the
greater rights determination, and to the
reservations and conditions deemed to be
appropriate by the Secretary of Energy or
designee.

(ii) Within two (2) months after the filing
of a patent application, the Contractor shall
provide the filing date, serial number and
title, a copy of the patent application
(including an English-language version if
filed in a language other than English), and,
promptly upon issuance of a patent, provide
the patent number and issue date for any
subject invention in any country for which
the Contractor has been granted title or the
right to file and prosecute on behalf of the
United States by the Department of Energy.

(iii) Not less than thirty (30) days before
the expiration of the response period for any
action required by the Patent and Trademark
Office, notify the Patent Counsel of any
decision not to continue prosecution of the
application.

(iv) Upon request, the Contractor shall
furnish the Government an irrevocable power
to inspect and make copies of the patent
application file.

(c) Minimum rights acquired by the
Government.

(1) With respect to each subject invention
to which the Department of Energy grants the
Contractor principal or exclusive rights, the
Contractor agrees as follows:

(i) The Contractor hereby grants to the
Government a nonexclusive, nontransferable,
irrevocable, paid-up license to practice or
have practiced each subject invention
throughout the world by or on behalf of the
Government of the United States (including
any Government agency).

(ii) The Contractor agrees that with respect
to any subject invention in which DOE has
granted it title, DOE has the right in
accordance with the procedures in the DOE
patent waiver regulations to require the
Contractor, an assignee, or exclusive licensee
of a subject invention to grant a
nonexclusive, partially exclusive, or
exclusive license in any field of use to a
responsible applicant or applicants, upon
terms that are reasonable under the
circumstances, and if the Contractor,
assignee, or exclusive licensee refuses such a
request, DOE has the right to grant such a
license itself if it determines that—

(A) Such action is necessary because the
Contractor or assignee has not taken, or is not
expected to take within a reasonable time,
effective steps to achieve practical
application of the subject invention in such
field of use;

(B) Such action is necessary to alleviate
health or safety needs which are not
reasonably satisfied by the Contractor,
assignee, or their licensees;

(C) Such action is necessary to meet
requirements for public use specified by
Federal regulations and such requirements
are not reasonably satisfied by the Contractor,
assignee, or licensees; or

(D) Such action is necessary because the
agreement required by paragraph (i) of this
clause has neither been obtained nor waived
or because a licensee of the exclusive right
to use or sell any subject invention in the
United States is in breach of such agreement.


